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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in a patent granted on an application for patent by another filed in the United States before the invention thereof by the applicant for patent, or on an international application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of this title before the invention thereof by the applicant for patent. 

2. Claims 2,18, 35 are rejected under 35 U.S.C. 102(e) as being anticipated by Wu 
(U.S.20050094216). 

Regarding claim 2, Wu discloses a scanner comprising a substantially transparent 
platen on a first side of the scanner (see "transparent platen 34" in paragraph [0017], also 
see 34 in Figure 2), a substantially transparent window on a second side of the scanner 
opposite the first side (see "transparent platen 32" in paragraph [0017], also see 32 in 
Fig.2), a touchscreen affixed proximate to the substantially transparent window wherein 
touch location information is generated in response to at least one touch of the touchscreen 
and wherein the touch location information is used to select an area to scan (see "the 
scanning area can easily be set...as shown in Fig. 3" in paragraph [0021], and also see 
"a sensitive screen can be used for the back transparent platen 34 and two points at 
diagonal position can define the scanning area" in paragraph [0021], also see "touchscreen" 
in paragraph [0021]). 

Regarding claim 18, Wu discloses a system comprising a scanner comprising a 
substantially transparent platen on a first side of the scanner (see "transparent platen 34" 
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in paragrapli [0017], also see 34 in Figure 2), a substantially transparent window on a 
second side of the scanner opposite the first side (see "transparent platen 32" in 
paragraph [0017], also see 32 in Figure 2), a touchscreen affixed proximate to the 
substantially transparent window wherein touch location information is generated in 
response to at least one touch of the touchscreen and wherein the touch location 
information is used by the system to select an area to scan (see "the scanning area can 
easily be set...as shown in Fig. 3" in paragraph [0021], and also see "a sensitive screen 
can be used for the back transparent platen 34 and two points at diagonal position can 
define the scanning area" in paragraph [0021], also see "touchscreen" in paragraph [0021]) 
near the platen (see where the scanner meets the book in Figure 2), and a computer 
wherein the computer and the scanner are in communication (see "scanner is used...with 
a computer through a...interface" in paragraph [0016]). 

Regarding claim 35, see rejection of claim 2. 
Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the differences between the subject matter sought to be patented and the phor art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 
4. Claims 3-9, 19-26, 36-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wu (U.S.20050094216). 

Regarding claim 3, Wu does not disclose a figure traced on the touchscreen by 
a user. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have this feature, in the device of Wu. 

The suggestion/motivation for doing so would have been because it depends on 
what the user wants to scan. 

Wu is analogous art because it is from the art of imaging devices. 
Therefore, it would have been obvious to combine this feature with Wu, to obtain 

the invention specified in claim(s) 3. 
Regarding claim 4, Wu does not disclose that the area to scan is rectangular. 
At the time of the invention, it would have been obvious to a person of ordinary 

skill in the art to have this feature, in the device of Wu. 
The suggestion/motivation for doing so would have been because it depends on 

what the user wants to scan. 
Wu is analogous art because it is from the art of imaging devices. 
Therefore, it would have been obvious to combine this feature with Wu, to obtain 

the invention specified in claim(s) 4. 
Regarding claims 5-7, Wu does not disclose that touches occurring during a 

predetermined interval often seconds, immediately preceding initiation of a scan, are 
considered in the selection of the area to scan. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have this feature, in the device of Wu. 

The suggestion/motivation for doing so would have been because it depends on 
when the user wants to input the area to scan. 
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Wu is analogous art because it is from the art of imaging devices. 
Therefore, it would have been obvious to combine this feature with Wu, to obtain 

the invention specified in claim(s) 5-7. 
Regarding claims 8, Wu does not disclose that touches occurring after a reset 

operation, are considered in the selection of the area to scan. 
At the time of the invention, it would have been obvious to a person of ordinary 

skill in the art to have this feature, in the device of Wu. 
The suggestion/motivation for doing so would have been because it depends on 

when the user wants to input the area to scan. 
Wu is analogous art because it is from the art of imaging devices. 
Therefore, it would have been obvious to combine this feature with Wu, to obtain 

the invention specified in claim(s) 8. 
Regarding claim 9, Wu does not disclose scanner control logic for interpreting 

the touch location information and selecting the area to scan. 
At the time of the invention, it would have been obvious to a person of ordinary 

skill in the art to have this feature, in the device of Wu. 
The suggestion/motivation for doing so would have been because Wu teaches that 

"the scanning operations can performed...the related software for scanning can be stored 
and run in a CPU and related memory provided on the portable flatbed scanner" (see 
paragraph [0023]). 

Wu is analogous art because it is from the art of imaging devices. 
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Therefore, it would have been obvious to combine this feature with Wu, to obtain 
the invention specified in claim(s) 9. 

Regarding claims 19-20, Wu does not disclose that the communication is cable 
or wireless. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features, in the device of Wu. 

The suggestion/motivation for doing so would have been because whether the 
communication is cable or wireless, it would still achieve the same purpose of establishing 
a connection between the scanner and computer. 

Wu is analogous art because it is from the art of imaging devices. 
Therefore, it would have been obvious to combine this feature with Wu, to obtain 

the invention specified in claim(s) 19-20. 
Regarding claim 21, Wu does not disclose that the touch location information is sent 

to the computer which sends to the scanner configuration information derived from the 
touch location information, the configuration information indicating the area to scan. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features, in the device of Wu. 

The suggestion/motivation for doing so would have been because Wu teaches that it 
is possible for scanning parameters to be set through a computer (see "scanning parameters 
...can be set up through a computer" in paragraph [0018]). 

Wu is analogous art because it is from the art of imaging devices. 
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Therefore, it would have been obvious to combine this feature with Wu, to obtain 
the invention specified in claim(s) 21. 

Regarding claim 22, see rejection of claim 3. 
Regarding claim 23, see rejection of claim 4. 
Regarding claim 24, see rejection of claim 5. 
Regarding claim 25, see rejection of claim 6. 
Regarding claim 26, see rejection of claim 7. 
Regarding claim 36, see rejection of claims 3 & 4. 
Regarding claim 37, see rejection of claims 5 & 6. 
Regarding claim 38, see rejection of claim 7. 
Regarding claim 39, see rejection of claim 8. 
Regarding claim 40, Wu does not disclose being performed entirely in the scanner. 
At the time of the invention, it would have been obvious to a person of ordinary 

skill in the art to have this feature, in the device of Wu. 
The suggestion/motivation for doing so would have been because Wu teaches 

that it is possible to have "related software for scanning...stored and run in a CPU and 
related memory provided on the portable flatbed scanner" (see paragraph [0023]). 

Wu is analogous art because it is from the art of imaging devices. 
Therefore, it would have been obvious to combine this feature with Wu, to obtain 

the invention specified in claim(s) 40. 
Regarding claim 41, Wu does not disclose being partly performed in the scanner 

and partly performed in a computer that is in communication with the scanner. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have this feature, in the device of Wu. 

The suggestion/motivation for doing so would have been because Wu teaches that 
it is possible to have "a flatbed scanner is used in association with a computer through a 
computer interface...The software in the computer can set up the scanning parameters 
and control the scanning operation" (see paragraph [0016]). 

Wu is analogous art because it is from the art of imaging devices. 
Therefore, it would have been obvious to combine this feature with Wu, to obtain 

the invention specified in claim(s) 41. 

5.     Claims 10-12, 27-29, 42-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wu (U.S.20050094216) in view of the admitted prior art. 

Regarding claim 10, Wu does not disclose a preview scan that results in a 
preview digital image, and analyzing the preview digital image using automated region 
detection, and selecting as the area to scan an automatically detected region that 
encompasses a location. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features in the device of Wu. 

The suggestion / motivation for doing so would have been because the 
admitted prior art teaches that these features are nothing new in the art (see "typical 
desktop scanner...performs a preview scan...The preview scan data...has been analyzed 
...perform automated region classification and selection based on analysis of the results 



Application/Control Number: 10/826,008 Page 9 
Art Unit: 2625 

of a preview scan, so tliat a user need only designate...wliich of the suggested regions 
displayed on the computer screen represents the area to be captured" in paragraphs 
[002]-[003] of applicant's specification). 

Wu and the admitted prior art are analogous art because they are from the same 
field of endeavor, that is the art of imaging devices. 

Therefore, it would have been obvious to combine Wu with the admitted prior art 
to obtain the invention specified in claim(s) 10. 

Regarding claims 11-12, Wu does not disclose that the preview scan occurs 
before or after the touch of the touchscreen. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have this feature, in the device of Wu. 

The suggestion/motivation for doing so would have been because it depends on 
when the user wants to perform a preview scan. 

Wu and the admitted prior art are analogous art because they are from the same 
field of endeavor, that is the art of imaging devices. 

Therefore, it would have been obvious to combine Wu with the admitted prior art 
to obtain the invention specified in claim(s) 11-12. 

Regarding claim 27, Wu also does not disclose transmitting the preview digital image 
to the computer, analyzing in the computer, software, and sending configuration information 
from the computer to the scanner. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features in the device of Wu. 
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The suggestion / motivation for doing so would have been because the 
admitted prior art teaches that these features are nothing new in the art (see "typical 
desktop scanner...performs a preview scan...The preview scan may be initiated by 
selecting a function in software operating on the computer...perform automated region 
classification and selection based on analysis of the results of a preview scan, so that a 
user need only designate...which of the suggested regions displayed on the computer 
screen represents the area to be captured" in paragraphs [002]-[003] of applicant's 
specification, also see "interact...the computer and the scanner" in paragraph [004]). 

Wu and the admitted prior art are analogous art because they are from the same 
field of endeavor, that is the art of imaging devices. 

Therefore, it would have been obvious to combine Wu with the admitted prior art 
to obtain the invention specified in claim(s) 27. 

Regarding claim 28, see rejection of claim 11. 
Regarding claim 29, see rejection of claim 12. 
Regarding claim 42, see rejection of claim 10. 
Regarding claim 43, see rejection of claim 12. 
Regarding claim 44, see rejection of claim 11. 
Regarding claim 45, see rejection of claim 27. 

6. Claims 13-17, 30-34, 46-50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wu (U.S.20050094216) in view of Chiba et al (U.S.7292378). 
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Regarding claim 13, Wu does not disclose a liquid crystal panel interposed 
between the touchscreen and the substantially transparent window, wherein the liquid 
crystal panel is used to provide user feedback about the selected area to scan. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features, in the device of Wu. 

The suggestion/motivation fordoing so would have been because Chiba teaches a 
liquid crystal panel and a touchscreen being used together on a scanner, for user input 
related purposes (see "image reader 1300 according to...FIG.31" in lines 4-5 in col.61, also 
see "a touch screen 1314 is adhered to the LCD 1313 and is utilized to input commands 
required for various types of operations...For inputting a command using the touch screen 
1314, a pen 1322 shown in FIG.34 may be used...The pen 1322 can be held at the holding 
section 1322a, a user presses the touch screen 1314 with the tip section 1322b while 
visually checking an operating input screen displayed on the LCD 1313 shown in FIG. 31" 
in lines 50-65 in column 64). 

Wu and Chiba are analogous art because they are from the same field of endeavor, 
that is the art of imaging devices. 

Therefore, it would have been obvious to combine Wu with Chiba to obtain the 
invention specified in claim(s) 13. 

Regarding claim 14, Wu does not disclose that user feedback is provided by 
switching at least one liquid crystal element in the liquid crystal panel to a light-blocking state 
in response to at least one touch of the touchscreen. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features, in the device of Wu. 

The suggestion/motivation for doing so would have been because Chiba teaches a 
liquid crystal panel and a touchscreen being used together on a scanner, for user input 
related purposes (see "image reader 1300 according to...FIG.31" in lines 4-5 in col.61, also 
see "a touch screen 1314 is adhered to the LCD 1313 and is utilized to input commands 
required for various types of operations...For inputting a command using the touch screen 
1314, a pen 1322 shown in FIG.34 may be used...The pen 1322 can be held at the holding 
section 1322a, a user presses the touch screen 1314 with the tip section 1322b while 
visually checking an operating input screen displayed on the LCD 1313 shown in FIG. 31" 
in lines 50-65 in column 64). 

Wu and Chiba are analogous art because they are from the same field of endeavor, 
that is the art of imaging devices. 

Therefore, it would have been obvious to combine Wu with Chiba to obtain the 
invention specified in claim(s) 14. 

Regarding claim 15, Wu does not disclose that the liquid crystal elements nearest to 
locations where the touchscreen is touched are switched to the light-blocking state. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features, in the device of Wu. 

The suggestion/motivation for doing so would have been because Chiba teaches a 
liquid crystal panel and a touchscreen being used together on a scanner, for user input 
related purposes (see "image reader 1300 according to...FIG.31" in lines 4-5 in col.61, also 
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see "a touch screen 1314 is adiiered to the LCD 1313 and is utilized to input commands 
required for various types of operations...For inputting a command using the touch screen 
1314, a pen 1322 shown in FIG.34 may be used...The pen 1322 can be held at the holding 
section 1322a, a user presses the touch screen 1314 with the tip section 1322b while 
visually checking an operating input screen displayed on the LCD 1313 shown in FIG. 31" 
in lines 50-65 in column 64). 

Wu and Chiba are analogous art because they are from the same field of endeavor, 
that is the art of imaging devices. 

Therefore, it would have been obvious to combine Wu with Chiba to obtain the 
invention specified in claim(s) 15. 

Regarding claim 16-17, Wu does not disclose that the liquid crystal elements 
switched to the light-blocking state outline a rectangular perimeter of the area to scan. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to have these features, in the device of Wu. 

The suggestion/motivation for doing so would have been because Chiba teaches a 
liquid crystal panel and a touchscreen being used together on a scanner, for user input 
related purposes (see "image reader 1300 according to...FIG.31" in lines 4-5 in col.61, also 
see "a touch screen 1314 is adhered to the LCD 1313 and is utilized to input commands 
required for various types of operations...For inputting a command using the touch screen 
1314, a pen 1322 shown in FIG.34 may be used...The pen 1322 can be held at the holding 
section 1322a, a user presses the touch screen 1314 with the tip section 1322b while 



Application/Control Number: 10/826,008 Page 14 
Art Unit: 2625 

visually checking an operating input screen displayed on the LCD 1313 shown in FIG. 31" 
In lines 50-65 In column 64). 

Wu and Chlba are analogous art because they are from the same field of endeavor, 
that is the art of imaging devices. 

Therefore, it would have been obvious to combine Wu with Chlba to obtain the 
invention specified in claim(s) 16-17. 

Regarding claim 30, see rejection of claim 13. 
Regarding claim 31, see rejection of claim 14. 
Regarding claim 32, see rejection of claim 15. 
Regarding claim 33, see rejection of claim 16. 
Regarding claim 34, see rejection of claim 17. 
Regarding claim 46, see rejection of claim 13. 
Regarding claim 47, see rejection of claim 14. 
Regarding claim 48, see rejection of claim 15. 
Regarding claim 49, see rejection of claim 16. 
Regarding claim 50, see rejection of claim 17. 

Conclusion 

7.     Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HENRY DAHBOUR whose telephone number is 
(571)272-4295. The examiner can normally be reached on 9:00AM-5:30PM, M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

HD 
/David K Moore/ 
Supervisory Patent Examiner, Art Unit 2625 


